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10 May 2000 is defective for failure to comply with one or more provisions of 37 CFR 



The Appeal Brief filed on 

1.192(c). See MPEP § 1206. 

Applicant is given a TIME LIMIT of ONE MONTH from the date of this letter or any time remaining in the period under 37 
CFR 1.192(a) for filing a new complete brief. If a new brief that fully complies with 37 CFR 1.192(c) is not timely 
submitted, the appeal will be dismissed. The new complete brief must be filed IN TRIPLICATE. See 37 CFR 1.192(a). 



1. Kl The brief does not contain the items required under 37 CFR 1.192(c), or the items are not under the proper heading 

or in the proper order. 

2. □ The brief does not contain a statement of the status of all claims, pending or cancelled, or does not identify the 

appealed claims (37 CFR 1.192(c)(3)). 

3. □ At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a statement 

of the status of each such amendment (37 CFR 1.192(c)(4)). 

4. □ The brief does not contain a concise explanation of the claimed invention, referring to the specification by page and 

line number and to the drawing, if any, by reference characters (37 CFR 1.192(c)(5)). 

5. □ The brief does not contain a concise statement of the issues presented for review (37 CFR 1 .192(c)(6)). 

6. □ A single ground of rejection has been applied to two or more claims in this application, and 

a. □ the brief omits the statement required by 37 CFR 1.192(c)(7) that one or more claims do not stand or fall 

together, yet presents arguments in support thereof in the argument section of the brief. 

b. □ the brief includes the statement required by 37 CFR 1 .192(c)(7) that one or more claims do not stand or fall 

together, yet does not present arguments in support thereof in the argument section of the brief. 

7. □ The brief does not present an argument under a separate heading for each issue on appeal (37 CFR 1 .192(c)(8)). 

8. □ The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR 1 .1 92(c)(9)). 

9. Kl Other (including any explanation in support of the above items): 

The brief does not contain a heading identifying the reai party in interest as required by 37 C.F.R. 1. 1921 c)(1). 

The brief does not contain a heading identifying the related appeafs and interferences directly affected by or having 
a bearing on the decision in the pending appeai as required by 37 C.F.R. 1. 192( c)(2). / 

See attached copy of 37 C.F.R. 1. 192. 

WARY E. MOSHER 
PRIMARY EXAMINER 

group jotr 
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U. S. Patent and Trademark Office 

PTO-462 (Rev. 3-98) Notification of Non-Compliance with 37 CFR 1.192(c) Part of Paper No. 



MANUAL OF PATENT EXAMINING PROCEDURE 



§ 1.184 

requirement of the statutes may be suspended or waived by 
the Commissioner or the Commissioner's designee, sua 
sponte, or on petition of the interested party, subject to such 
other requirements as may be imposed. Any petition under 
this section must be accompanied by the petition fee set 
forth in § 1.17(h). 

[47 FR41278, Sept. 17, 1982, effective Oct 1, 1982] 

§ 1.184 [Reserved] 

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, 
effective Dec. 1, 1997] 

APPEAL TO THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

AUTHORITY: Sees. 1.191 to 1.198 also issued under 
35U.S.C. 134. 

§ L 191 Appeal to Board of Patent Appeals and Inter- 
ferences. 

(a) Every applicant for a patent or for reissue of a 
patent, and every owner of a patent under reexamination, 
any of whose claims has been twice or finally (§ 1.113) 
rejected, may appeal from the decision of the examiner to 
the Board of Patent Appeals and Interferences by filing a 
notice of appeal and the fee set forth in § 1. 17(b) within the 
time period provided under §§1.134 and 1 . 136 for reply. 

(b) The signature requirement of § 1.33 does not 
apply to a notice of appeal filed under this section. 

(c) An appeal when taken must be taken from the 
rejection of all claims under rejection which the applicant 
or patent owner proposes to contest Questions relating to 
matters not affecting the merits of the invention may be 
required to be settled before an appeal can be considered. 

(d) The time periods set forth in §§ 1 . 1 9 1 and 1 . 1 92 
are subject to the provisions of § 1.136 for patent applica- 
tions and § 1.550(c) for reexairiination proceedings. The 
time periods set forth in §§ 1.193, 1.194, 1.196 and 1.197 
are subject to the provisions of § 1.136(b) for patent appli- 
cations or § 1.550(c) for reexamination proceedings. See 
§ 1.304(a) for extensions of time for filing a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit 
or for commencing a civil action. 

(e) Jurisdiction over the application or patent under 
reexamination passes to the Board of Patent Appeals and 
Interferences upon transmittal of the file, including all 
briefs and examiner's answers, to the Board. Prior to the 
entry of a decision on the appeal, the Com missioner may 
sua sponte order the application remanded to the examiner. 

[46 FR 29183, May 29, 1981; para, (a), 47 FR 41278, 
Sept. 17, 1982, effective Oct. 1, 1982; para, (d), 49 FR 555, 



Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 
1984, effective Feb. 11, 1985; paras, (b) and (d) amended, 
para, (e) added, 54 FR 29553, July 13, 1989, effective Aug. 
20, 1989; para, (d) revised, 58 FR 54504, Oct. 22, 1993, 
effective Jan. 3, 1994; paras, (a) and (b) revised, 62 FR 
53131, Oct. 10, 1997, effective Dec. 1, 1997] 

§ 1.192 Appellant's brief. 

(a) Appellant must, within two months from the 
date of the notice of appeal under § 1 . 1 9 1 or within the time 
allowed for reply to the action from which the appeal was 
taken, if such time is later, file a brief in triplicate. The brief 
must be accompanied by the fee set forth in § 1 .17(c) and 
must set forth the authorities and arguments on which 
appellant will rely to maintain the appeal. Any arguments 
or authorities not included in the brief will be refused con- 
sideration by the Board of Patent Appeals and Interfer- 
ences, unless good cause is shown. 

(b) On failure to file the brief, accompanied by the 
requisite fee, within the time allowed, the appeal shall stand 
dismissed. 

(c) The brief shall contain the following items under 
appropriate headings and in the order indicated below 
unless the brief is filed by an applicant who is not repre- 
sented by a registered practitioner: 

(1) Real party in interest. A statement identifying 
the real party in interest, if the party named in the caption 
of the brief is not the real party in interest. 

(2) Related appeals and interferences. A state- 
ment identifying by number and filing date all other 
appeals or interferences known to appellant, the appellant's 
legal representative, or assignee which will directly affect 
or be directly affected by or have a bearing on the Board's 
decision in the pending appeal. 

(3) Status of claims. A statement of the status of 
all the claims, pending or cancelled, and identifying the 
claims appealed. 

(4) Status of amendments. A statement of the sta- 
tus of any amendment filed subsequent to final rejection. 

(5) Summary of invention. A concise explanation 
of the invention defined in the claims involved in the 
appeal, which shall refer to the specification by page and 
line number, and to the drawing, if any, by reference char- 
acters. 

(6) Issues. A concise statement of the issues pre- 
sented for review. 

(7) Grouping of claims. For each ground of rejec- 
tion which appellant contests and which applies to a group 
of two or more claims, the Board shall select a single claim 
from the group and shall decide the appeal as to the ground 
of rejection on the basis of that claim alone unless a state- 
ment is included that the claims of the group do not stand or 
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fall together and, in the argument under paragraph (c)(8) of 
this section, appellant explains why the claims of the group 
are believed to be separately patentable. Merely pointing 
out differences in what the claims cover is not an argument 
as to why the claims are separately patentable. 

(8) Argument The contentions of appellant with 
respect to each of the issues presented for review in para- 
graph (c)(6) of this section, and the basis therefor, with cita- 
tions of the authorities, statutes, and parts of the record 
relied on. Each issue should be treated under a separate 
heading. 

(i) For each rejection under 35 U.S.C. 112, 
first paragraph, the argument shall specify the errors in the 
rejection and how the first paragraph of 35 U.S.C. 112 is 
complied with, including, as appropriate, how the specifi- 
cation and drawings, if any, 

(A) Describe the subject matter defined by 
each of the rejected claims, 

(B) Enable any person skilled in the art to 
make and use the subject matter defined by each of the 
rejected claims, and 

(C) Set forth the best mode contemplated by 
the inventor of carrying out his or her invention. 

(ii) For each rejection under 35 U.S.C. 112, 
second paragraph, the argument shall specify the errors in 
the rejection and how the claims particularly point out and 
distinctly claim the subject matter which applicant regards 
as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the 
argument shall specify the errors in the rejection and why 
the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims 
which are not described in the prior art relied upon in the 
rejection. 

(iv) For each rejection under 35 U.S.C. 103, the 
argument shall specify the errors in the rejection and, if 
appropriate, the specific limitations in the rejected claims 
which are not described in the prior art relied on in the 
rejection, and shall explain how such limitations render the 
claimed subject matter unobvious over the prior art. If the 
rejection is based upon a combination of references, the 
argument shall explain why the references, taken as a 
whole, do not suggest the claimed subject matter, and shall 
include, as may be appropriate, an explanation of why fea- 
tures disclosed in one reference may not properly be com- 
bined with features disclosed in another reference. A 
general argument that all the limitations are not described 
in a single reference does not satisfy the requirements of 
this paragraph. 

(v) For any rejection other than those re ferred 
to in paragraphs (c)(8)(i) to (iv) of this section, the argu- 
ment shall specify the errors in the rejection and the spe- 



§ 1.193 

cific limitations in the rejected claims, if appropriate, or 
other reasons, which cause the rejection to be in error. 

(9) Appendix. An appendix containing a copy of 
the claims involved in the appeal. 

(d) If a brief is filed which does not comply with all 
the requirements of paragraph (c) of this section, appellant 
will be notified of the reasons for non-compliance and pro- 
vided with a period of one month within which to file an 
amended brief. If appellant does not file an amended brief 
during the one-month period, or files an amended brief 
which does not overcome all the reasons for non-compli- 
ance stated in the notification, the appeal will stand dis- 
missed. 

[36 FR 5850, Mar. 30, 1971; para, (a), 47 FR 41278, 
Sept. 17, 1982, effective Oct. 1, 1982; para, (a), 49 FR 556, 
Jan. 4, 1984, effective Apr. 1, 1984; 53 FR 23734, June 23, 
1988, effective Sept 12, 1988; para, (a), (c), and (d) 
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; 
paras, (a)-(c) revised, 60 FR 14488, Mar 17, 1995, effective 
Apr. 21, 1995; para, (a) revised, 62 FR 53131, Oct. 10, 
1997, effective Dec. 1, 1997] 

§ LI 93 Examiner's answer and reply brief. 

(a) (1) The primary examiner may, within such time as 
may be directed by the Commissioner, furnish a written 
statement in answer to appellant's brief including such 
explanation of the invention claimed and of the references 
and grounds of rejection as may be necessary, supplying a 
copy to appellant. If the primary examiner finds that the 
appeal is not regular in form or does not relate to an appeal- 
able action, the primary examiner shall so state. 

(2) An examiner's answer must not include a new 
ground of rejection, but if an amendment under § 1.116 
proposes to add or amend one or more claims and appellant 
was advised that the amendment under § 1.116 would be 
entered for purposes of appeal and which individual rejec- 
tion^) set forth in the action from which the appeal was 
taken would be used to reject the added or amended 
claim(s), then the appeal brief must address the rejection(s) 
of the claim(s) added or amended by the amendment under 
§ 1.116 as appellant was so advised and the examiner's 
answer may include the rejection(s) of the claim(s) added 
or amended by the amendment under § 1.1 16 as appellant 
was so advised. The filing of an amendment under § 1.116 
which is entered for purposes of appeal represents appel- 
lant's consent that when so advised any appeal proceed on 
those claim(s) added or amended by the amendmentunder 
§ 1.116 subject to any rejection set forth in the action from 
which the appeal was taken. 

(b) (1) Appellant may file a reply brief to an examiner's 
answer within two months from the date of such examiner's 
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